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DETAILED ACTION 

1. The Amendment, and remarks therein, received on 12/18/2006 have been entered 
and carefully considered. 

2. The Declaration of Prior Invention under 37 C.F.R. 1 .131 establishing conception of 
the subject matter of the present patent application in the United States prior to the 
earliest effective date of May 21 , 2001 has been entered. As a result, the Nordman 
(U.S. Pub. 20020174364) reference does no longer qualifies as a valid reference 
under 35 U.S.C. 103(a). However, the new search has resulted in newly discovered 
prior art. New grounds of rejection based on the newly discovered prior art follow 
below. 

3. The text of those sections of Title 35, U.S. Code not included in this action can be 
found in a prior office action. 

Response to Amendment 

4. Applicant's arguments have been carefully considered. 

5. In light of applicant remarks, the language of claims 37-39 overcame the art of 
record. 

6. As per claim 5, 18 and 37, applicant argues that Larsson and Woo does not teach a 
computer program product as claimed in the argued claims. 
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7. Applicant's arguments have been carefully considered but were not found 
persuasive. Larsson in view of Woo discloses a wireless device (a cell phone) 
wirelessly communicating a reference identifying a location to a print device. A 
wireless device disclosed by Larsson is clearly an electronic device that, among 
other functionalities, is capable of communicating references to another devices and 
receive and transmit content to other devices. Furthermore, identifying and 
communicating with available communicating devices (e.g. 926-934 Fig. 11), 
processing retrieved information and forwarding the information to other devices 
(e.g. 932-936) are further the proof of dynamic functionality (thanks to a processor 
and memory, Fig. 6) of the device disclosed by Larsson in view of Woo. This clearly 
suggests that the device must operate using a computer code or using applicant's 
claim language "a computer program product". 

8. As per claim 5 and 1 8 applicant further argues that "the document address is not 
communicated to "the print device", that "the print device does not supply the 
document address to "the print service", and that the print device does not retrieve 
the print content. 

9. The examiner points to Fig. 1 and pg. 13 line 27-28 that clearly shows the print 
service (300 b) being embedded within the print device. As a result in order for the 
information (e.g. the document address) to reach print service the print device must 
first receive it. Similarly, the print service must utilize the print device in order to 
request and receive the print content. Finally, the document address received by 
the printer is accessed by the print service. 
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10. Claims 4-5, 10-12, 15, 18-20, 22, 32-34 and 37-45 have been examined. 

Claim Rejections - 35 USC § 103 

11. Claims 4,19, 32-34, 40, 44 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over DeBry (U.S. Patent No. 6385728) in view of Bluetooth as 
evidenced by Naoaki (U.S. Pub. No. 20020076051 ). 

As per claims 4, 19, 32-34, 44 DeBry discloses communicating a reference to a print 
device (print server 30), the reference (a will-call certificate) identifying a location at 
which a print content (requested document to be printed) is located on a network 
and the location of a print service (a document source 10), wherein the reference 
causes the print device to retrieve the print content from the network and to print the 
print content (Fig. 2 and 3, col. 5 lines 5-7, col. 6 lines 55-64, col. 7 lines 20-51 and 
col. 8 lines 6-36). Furthermore, DeBry discloses communicating a security access 
code (a digital signature) to. the print device wherein the access code enables 
access to the print content (col. 7 line 15 - col. 8 line 36). Additionally, DeBry 
discloses a security access code (encrypted message) in response to a security 
challenge received from the print device used to restrict access to the print device 
(Fig. 4 and col. 9 lines 5-27). 

12. As per storing and retrieving the reference from a memory of the computer, 
computer programs (computer readable code) facilitate operation of a computer, and 
computers use memory to process (store and retrieve) information when accessing, 
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receiving, sending and operating on data. As a result, DeBry's disclosure of a 
computer communicating a reference to a print device wherein the reference 
identifying a location at which a print content is located on a network and the location 
of a print service reads on the claim limitations. 

13. As per claim 40, DeBry discloses the need for ability to control the number of copies 
being distributed, e.g., to protect copyright in the document and/or payment of a fee 
on a per-copy basis (col. 4 line 67 - col. 5 line 2) that results in a user paying a fee 
for the right of printing the print content (col. 7 lines 7-13). Furthermore, DeBry 
discloses the reference data comprises a serial number for tracking purposes (Fig. 2 
and col. 7 lines 30-35). As a result it would have been obvious to one of ordinary 
skill in the art at the time of applicant's invention to utilize a serial number as billing 
information given the benefit of uniquely identifying a transaction and enabling 
appropriate charge for the printed content. 

14. DeBry does not teach that the communication is a wireless communication and does 
not receiving a responsive signal from a print device in response to a wirelessly 
communicated discovery signal for locating one or more print devices. 

Bluetooth disclosed by Naoaki is a wireless communication, wherein a response 
signal from a device (such as a print device) to a discovery signal, wherein the 
response signal comprises a physical location of the responding device (Naoaki 
[65]). It would have been obvious to one of ordinary skill in the art at the time of 
applicant's invention to communicate a wireless discovery system to receive a 
responsive signal from a print device given the benefit of detect surrounding 
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Bluetooth terminal to open communication channel for transferring data, for example 
(Naoaki [65]). 

15. Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over DeBry (U.S. 
Patent No. 6385728) in view of Bluetooth as evidenced by Naoaki (U.S. Pub. No. 
20020076051) and further in view of Larsson (International Publication No. WO 
0142894). 

DeBry in view of Bluetooth discloses the print device responding to the discovery 
signal, as discussed above. 

16. DeBry in view of Bluetooth does not disclose that a responsive signal identifies one 
or more of the print capabilities of the print device, the one or more of the print 
capabilities identifying a capability of the print device to print the print content. 
Larsson's discloses a print device sending a response signal identifying one or more 
of the print capabilities of the print device to print content (Larsson, pg. 14 lines 1-3, 
pg. 16 lines 25-27 and 21 lines 1-6). 

It would have been obvious to one of ordinary skill in the art at the time of applicant's 
invention to include indication of one or more of the print capabilities of the print 
device to print content in a response signal. One of ordinary skill in the art would 
have been motivated to perform such a modification so that the print device could 
receive jobs that is capable to print. 

17. Claims 41 and 45 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
DeBry (U.S. Patent No. 6385728) in view of Bluetooth as evidenced by Naoaki (U.S. 
Pub. No. 20020076051 ) in view of Manglapus (U.S. Pub. No. 621 91 51 ). 



Application/Control Number: 09/897,656 Page 7 

Art Unit: 2134 

DeBry in view of Bluetooth disclose wirelessly communicating the reference to a 
print device as discussed above. 

18. Debry in view of Bluetooth do not disclose that after communicating the reference to 
the print device, a request for status information to the print device is sent, and that 
the status information includes at least one of status of retrieval of the print content 
and status of printing the print content. 

Manglapus discloses sending a request for status information to the print device, the 
status information including at least one of status of retrieval of the print content and 
status of printing the print content (Manglapus col. 9 lines 26-53, col. 1 lines 56- col. 
2 line 18). It would have been obvious to one of ordinary skill in the art at the time of 
applicant's invention to send a request for status information to the print device, the 
status information including at least one of status of retrieval of the print content and 
status of printing the print content as taught by Manglapus. One of ordinary skill in 
the art would have been motivated to perform such a modification in order to provide 
the most commonly used protocol for status monitoring. 

19. Claims 5, 18 and 37-39 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Larsson (International Publication No. WO 0142894) in view of Woo (U.S. 
Patent No. 6336074). 

Larsson discloses a print device (380) comprising a print service (300b), the print 
device distinct from a content provider (200), and a wireless device (100) wirelessly 
communicating a reference identifying a location (document address) at which a 
print content of the content provider is located on a network (pg. 24 lines 19-30 and 
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pg. 25 lines 17-20), wherein the reference causes the print device to retrieve the 
print content of the content provider from the network and to print the print content 
(pg. 25 lines 17-20). 

Although, Larsson teaches implicitly communicating a reference (data sent from a 
portable device to the printer and comprising the reference identifying a location of a 
print content) to a print device comprising a print service, Larsson does not disclose 
adding a location of a print service. However, the location of a print service is the 
same as the location of the print device, and as a result the location of the print 
service would have to be added to the information sent to the print device in order 
for the delivery to reach the print device. 
20. Larsson does not disclose that the print service is adapted to format the print content 
for printing. 

Woo discloses a print service (print driver) adapted to format the print content (Woo, 
col. 3 lines 13-25). It would have been obvious to one of ordinary skill in the art at 
the time of applicant's invention to extend print service taught by Larsson to include 
formatting print content for printing as taught by Woo. One of ordinary skill in the art 
would have been motivated to perform such a modification in order to allow print 
device to print documents retrieved in variety of formats. 
21 .As per claim 37, the wireless devices disclosed by Larsson comprises a first 

communication interface (Larson, Fig. 6 object 118) that communicates a reference 
that identifies a location of a print content of the content provider to a print service 
(e.g. Fig. 1 object 210) wherein communicating the reference to the print service 
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causes the print service to retrieve the print content of the content provider from a 
network and further causes the print service to transmit the print content of the 
content provider to the portable wireless device (Larsson pg. 22 lines 16-31, pg. 13 
lines 15-22, pg. 21 lines 12-29). Also, Larson discloses a second communication 
interface (Larson, Fig. 6 object 116) that enable wireless communication between 
the portable wireless device and a print device (e.g. pg. 23 lines 3-17). 

22. As per claim 39, in pg. 14 lines 5-24 and pg. 21 lines 12-27 Larsson discloses that 
the second is communication interface is adapted to cause the second 
communication interface to transmit the print content to the print device for printing. 

23. Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over Larsson 
(International Publication No. WO 0142894) in view of Woo (U.S. Patent No. 
6336074) and further in view of Hicks (U.S. Patent No. 7086001). 

Larsson in view of Woo discloses communicating a reference to a print device and 
adding the information to the reference, as discussed above. 

24. Larsson in view of Woo do not disclose that the information added comprises billing 
information. 

Hicks discloses adding billing information to information sent to a print device (Hicks, 
col. 4 lines 22-29). 

It would have been obvious to one of ordinary skill in the art at the time of applicant's 
invention to add billing information to the information sent to a print device as 
disclosed by Hicks. One of ordinary skill in the art would have been motivated to 
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perform such a modification in order to determine print information for billing 
purposes (Hicks, coj. 2 lines 35-39). 

25. Claims 10-12 and 42 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Larsson (International Publication No. WO 0142894) in view of Woo (U.S. 
Patent No. 6336074) and further in view of DeBry (U.S. Patent No. 6385728). 
Larsson in view of Woo discloses wirelessly communicating a reference to a print 
device as discussed above. 

26. As per claims 1 1 and 42, Larsson in view of Woo does not explicitly disclose 
wirelessly communicating a security access code, wherein the security access code 
enables usage of the print device, enables access to the print content. 

DeBry teaches discloses communicating a security access code (a digital signature) 
to the print device wherein the access code enables access to the print content (col. 
7 line 15 -col. 8 line 36). 

It would have been obvious to one of ordinary skill in the art at the time of applicant's 
invention to communicating a security access code, wherein the security access 
code enables usage of the print device, enables access to the print content as 
disclosed by DeBry. One of ordinary skill in the art would have been motivated to 
perform such a modification in order to pass authorization to a printer to retrieve and 
print a file (DeBry, col. 5 lines 34-36). 

As per claim 10, DeBry's invention aims to ensure that only authorized access to the 
print content results in the content being sent to the printer for the printing (DeBry, 
col. 5 lines 11-19). Thus, the access code inherently enables the specific usage of 
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the print device: printing of the requested document. Additionally, DeBry discloses a 
security access code (encrypted message) in response to a security challenge 
received from the print device used to restrict access to the print device (Fig. 4 and 
col. 9 lines 5-27). 

27. As per claim 12, Larsson in view of Woo does not explicitly disclose wirelessly 
communicating the security access code in response to a security challenge 
received from the print device. 

DeBry discloses a security access code (encrypted message) in response to a 
security challenge received from the print device used to restrict access to the print 
device (Fig. 4 and col. 9 lines 5-27). 

It would have been obvious to one of ordinary skill in the art at the time of applicant's 
invention to communicating the security access code in response to a security 
challenge received from the print device as disclosed by DeBry. One of ordinary skill 
in the art would have been motivated to perform such a modification in order to 
ensure the validity of the requester. 

28. Claims 22 and 43 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Larsson (International Publication No. WO 0142894) in view of Woo (U.S. Patent 
No. 6336074) and further in view of Ferlitsch (U.S. Pub. No. 200201 14004). 
Larsson in view Woo of disclose wirelessly communicating the reference to a print 
device as discussed above. 

29. Larsson in view Woo do not disclose that after communicating the reference to the 
print device, a request for status information to the print device is sent, and that the 
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status information includes at least one of status of retrieval of the print content and 
status of printing the print content. 

Ferlitsch discloses sending a request for status information to the print device, the 
status information including at least one of status of retrieval of the print content and 
status of printing the print content (Ferlitsch [79-80]). It would have been obvious to 
one of ordinary skill in the art at the time of applicant's invention to send a request 
for status information to the print device, the status information including at least one 
of status of retrieval of the print content and status of printing the print content as 
taught by Ferlitsch. One of ordinary skill in the art would have been motivated to 
perform such a modification in order to determine the progress of the print job. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Peter Poltorak whose telephone number is (571 ) 

272- 3840. The examiner can normally be reached Monday through Thursday from 
9:00 a.m. to 4:00 p.m. and alternate Fridays from 9:00 a.m. to 3:30 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kambiz Zand can be reached on (571) 272-381 1 . The fax phone 
number for the organization where this application or proceeding is assigned is (571) 

273- 8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 





